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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 22-31, 38 and 39 are rejected under 35 U.S.C. 112, first paragraph, as 
based on a disclosure which is not enabling. Those steps of forming the compound of 
formula 6 from the compound of formula 3 are critical or essential to the practice of the 
invention, but not included in the claim(s) is not enabled by the disclosure. See In re 
Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). The rejected claims fail to recite 
those essential steps fopr converting the compound of formula 3 to a compound of 
formula 6. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-39, 42 and 43 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In clams 22, 40 and 41 , the definition of "OTs" is unclear. 

Claim 22 requires the preparation of compound 6 but prepares compounds of 
formula 3, so it is unclear what compound Applicant intends to prepare by the claim. 
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The claims recite "preferably", in connection, for example, with solvents (see 
claim 32), or tosyl compounds (claim 28). It is unclear what compounds or solvents 
Applicant intend to cover. 

It is unclear what reactions Applicant intends by the term "the reaction" in claims 
30 and 31 . 

Claim 32 recites removal of groups, subsequent reaction, and subsequent ion 
exchange. However, it is unclear if the claim requires these steps since the claim 
merely lists these steps and fails to positively recite these steps. 

Claims 42 and 43 provides for the use of compounds but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 42 and 43 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-27, 32-39, 42 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 4,897,355 to Eppstein et a\. (Eppstein). 

The rejected claims cover, inter alai, preparation of the following compounds: 




Characterized that a compound of formula 2: 




,OR 5 



(2) 



Is reacted with a tertiary amine to give a compound of the following formula: 
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<OR 5 



(3) 



With regard to the above embodiments, Eppstein teqches the following reaction 
at column 20: 



columns 21 and 22. 

[see definitions in column 3, for example] 

it is apparent form the above formulas that the specific compounds covered by 
the claim are particularly taught by the reference, see claim 39. 

The difference between the process disclosed by Eppstein and the process 
covered by the rejected claims is that Eppstein fails to explicitly teach incorporation of 
an ammonium group. However, Eppstein teaches, in the same column, a subsequent 
step of preparing the ammonium compound. Therefore, those of ordinary skill would 
have been motivated to modify the disclosure of Eppstein to include direct incorporation 




Eppstein also teaches the subsequent steps of claims 32-37: 




see also description in 
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of a tertiary amine, since the patent teaches that the ammonium compound is the final 
product. Moreover, the choice of solvents in synthetic chemistry, in the absence of 
some unexpected benefit is routine, since those of ordinary skill would select solvents, 
such as alcohols, based on solubility of the reagents, and products. In this regard, 
purification by crystallization is also routine. Accordingly, the rejected claims are prima 
facie obvious in view of Eppstein since the reference teaches or suggest the elements 
of these claims with a reasonable expectation of success. 

Claims 28-31 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Eppstein in view of Ren et al., Tetrahedron Letters 40 (1999) 209-212 (Ren). 

The rejected claims cover those embodiments covering the preparation of 
starting compound: 




,OR 5 



(2) 
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Eppstein fails to teach this preparation of compound. However, it is for this 
proposition that the examiner joins Ren. Specification, Ren teaches preparation of the 
tosylate compound, see reactions c and d in scheme 4 on page 21 1 : 



Those of ordinary skill would have been motivated to modify Eppstein to include 
the preparation of compound 2 since Ren teaches that this compound can be prepared 
as claimed. Therefore, the rejected claim are prima facie obvious in view of Eppstein 
and Ren since the combination of these references teach or suggest the elements of . 
these claims with a reasonable expectation of success. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571 ) 272- 




Schemo A (a) R 1 Cpa, TEA. cat OMAP, rt 6h. 88%; (b) 803 . -78 °0- -28 30mfo, 74% (cJTsd, 
Py, cat DMAP, rt eh.65%; (d) tfcoct. THA. cat DMAP. rt, 12hr, 80-87%; <e) UBr, MEK. reflux, 1hr, 
92%; (f)Mfi3N-0MSO,a 72h, pressure tube, 30-36%. 
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0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page, can be reached at telephone number (571 ) 272-0602. 
The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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